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DETAILED ACTION 

Re-Opening of Prosecution After Rendered Decision 

1. Claims 1-6, 9-19, 22-26, 40, 45, and 46 remain rejected under 35 U.S.C. § 102(b) as 
being anticipated by Ueno, as was set forth in the Office Actions of 4/17/02 and 9/18/02 and 
affirmed by the BPAI in the rendered decision of 1 1/12/08. 

2. Claims 7 and 20 remain rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Ueno in view of Guetz, as was set forth in the Office Actions of 4/17/02 and 9/18/02 and 
affirmed by the BPAI in the rendered decision of 1 1/12/08. 

3. Claims 27-32, 35-39, and 47 remain rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Ueno in view of Lempel, as was set forth in the Office Actions of 4/17/02 and 
9/18/02 and affirmed by the BPAI in the rendered decision of 1 1/12/08. 

4. Claim 33 remains rejected under 35 U.S.C. § 103(a) as being unpatentable over Ueno in 
view of Lempel and Guetz, as was set forth in the Office Actions of 4/17/02 and 9/18/02 and 
affirmed by the BPAI in the rendered decision of 1 1/12/08. 

5. The previous rejection of claims 42-44 have been reversed by the BPAI in the rendered 
decision of 1 1/12/08. Upon further consideration, a new ground of rejection is made for the 
claims as set forth below. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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7. Claims 1-13 and 45 are rejected under 35 U.S.C. § 101 as not falling within one of four 
statutory categories of inventions. Supreme Court precedent 1 and recent Federal Circuit decisions 
indicate a statutory "process" under 35 U.S.C. § 101 must (1) be tied to another statutory 
category (such as a particular apparatus), or (2) transform underlying subject matter (such as an 
article or material) to a different state or thing 2 . While the instant claim(s) recite a series of steps 
or acts to be performed, the claim(s) neither transform underlying subject matter nor positively 
tie to another statutory category that accomplishes the claimed method steps, and therefore do 
not qualify as a statutory process. For example there is not apparatus mentioned either in the 
preamble nor in the subsequent limitations for executing the method (i.e. elements are not 
sufficiently specified for performing the "selecting. . "locating. . .", "determining. . ." and 
"adding..." steps of independent claim 1), nor is the value determination considered 
transforming the data, as the processing appears to contained in the spatial domain, In re Bilski 
88 USPQ2dl385 (Fed Cir. 2008). 

8. Claims 14-26, and 46 are rejected under 35 U.S.C. 101 because they are directed towards 
nonstatutory subject matter. 

A). The Examiner notes that ". . .computer-executable process steps stored on a computer- 
readable medium, the computer-executable process steps to increase a resolution of at least a 
portion of a reference frame of video, the computer- executable process steps comprising. . ." is 
not statutory, because computer programs claimed as computer listings, instructions, or codes are 

1 Diamond v. Diehr, 450 US 175, 184, (1981); Parker v. Flook. 437 U.S. 584, 588 n.9 (1978); 
Gottschalkv. Benson, 409 US. 63, 70, (1972); Cochrane v. Deener, 94 US 780, 787-788 (1876). 

2 The Supreme Court recognized that this test is not necessarily fixed or permanent and may 
evolve with technological advances. Gottschalk v. Benson, 409 U.S. 63, 71 (1972). 
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just the descriptions, expressions, of the program are not "physical things". They have neither 
computer components nor statutory processes, as they are not "acts" being performed. In 
contrast, a claimed . .computer readable medium encoded with a computer program, which 
when executed by a computer, causes the computer to. . ." defines structural and function 
interrelationships between the computer program and the rest of the computer, and is statutory, 
Lowrv, 32 F.3d at 1583-84, 32 USPQ2d at 1035, and Interim Guidelines, Annex IV {Section a). 

B). Also, it is noted that the ". . .computer-executable process steps stored on a computer- 
readable medium, the computer-executable process steps to increase a resolution of at least a 
portion of a reference frame of video, the computer- executable process steps comprising..." is 
considered non statutory as based on the pertinent section of the disclosure (Specification: page 
11, lines 27-29; page 12, lines 1-9 which discloses the following: 

"... CPU 1 9 comprises one or more microprocessors 
which are capable of executing stored program instructions 
(i.e., process steps) to control operations of digital 
television 2. These program instructions comprise software 
modules, or portions thereof, which are stored in either an 
internal memory of CPU 19, non-volatile storage 22, or 
ROM 24 (e.g., an EPROM), and which are executed out of 
RAM 21. These software modules may be updated via 
modem 20 and/or via the MPEG bitstream. That is, CPU 19 
receives data from modem 20 and/or in the MPEG 
bitstream which may include, but is not limited to, software 
module updates, video data (e.g., graphics data or the like), 
audio data, etc..." 

The Examiner notes that specification only establishes support for a ". . .computer readable 
memory medium. . and not the broader class of ". . .computer readable medium. . as claimed. 
Also, the Examiner notes that the software modules appear to updated by means of a computer 
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readable communication medium (downloadable software via the modem or the MPEG 
bitstream) which is considered as non statutory subject matter as being a claim that recites a 
signal encoded with functionally descriptive material that fails to fall within any of the categories 
of patentable subject matter as set forth in §10L O'Reilly. 56 U.S. (15 How.) at 112-14. 

C) The Examiner notes that "...computer-executable process steps stored on a computer- 
readable medium, the computer-executable process steps to increase a resolution of at least a 
portion of a reference frame of video, the computer- executable process steps comprising. is 
not statutory, as not falling within one of four statutory categories of inventions. For instance, the 
claims are directed towards process steps, but fail to set forth steps in the subsequent limitation 
for performing the process. Codes are not steps. Therefore, it is not considered a method or 
process. The claim is also not directed towards an apparatus (i.e. machine), manufacture, or 
composition of matter- the only established statutory classes of invention. 

Corrections to the claims, and supporting specification are required. 

Claim Rejections - 35 USC § 112 

9. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

10. Claims 14-26, and 46 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
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or with which it is most nearly connected, to make and/or use the invention. The claims recite 
"...computer-executable process steps stored on a computer-readable medium, the computer- 
executable process steps to increase a resolution of at least a portion of a reference frame of 
video, the computer- executable process steps comprising..." which is a method/process. 
However, there are no claimed steps in the subsequent limitations. Codes are not steps. The 
specification fails to sufficiently address the enablement requirement because it fails to provide 
one of ordinary skill in the art with the requisite knowledge of implementing the step-less 
process. 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

12. Claims 14-26, and 46 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A). The Examiner notes that ". . .computer-executable process steps stored on a computer- 
readable medium, the computer-executable process steps to increase a resolution of at 
least a portion of a reference frame of video, the computer- executable process steps 
comprising. . ." is vague and indefinite, as it recites a process, without establishing the 
requisite steps for implementing the process. Codes are not steps. 



Claim Rejections - 35 USC § 103 
13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 09/1 97,3 1 4 Page 7 

Art Unit: 2621 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. Claims 42 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Yonemitsu et al., (US Patent: 5,475,435 hereinafter referred to as "Yonemitsu") in view of 

Yamaguchi et al., (US Patent: 5,883,678 hereinafter referred to as "Yamaguchi"). 

Yonemitsu et al discloses a layer encoding and decoding apparatus as shown in Figures 1 

and 2, and the same television system which receives coded video data (Yonemitsu: column 1, 

lines 10-13 ; figure 2), and which forms images based on the coded video data, the television 

system comprising a decoder (Yonemitsu: figure 2) which decodes the video data to produce 

frames of video; elements (Yonemitsu: figure 2, elements 55, 57) which increases a resolution of 

a reference frame of video (Yonemitsu: column 2, lines 44-54; column 3, lines 25-35, column 4, 

lines 53-63; column 6, lines 34-67; column 7, lines 1-63), and determining values of additional 

pixels based on values of pixels in the selected block and on values of pixels in the one or more 

blocks and adding the additional pixels among the pixels in the selected block (Yonemitsu: 

column 6, lines 55-67; column 7, lines 1-10: interpolation occurs within up-sampling circuit 57 

of figure 2); a display which displays an image based on the reference frame (Yonemitsu: 

column 1, lines 10-13: display an inherent feature of a "...television conference system..."), as 

in claim 42. However, Yonemitsu fails disclose a processor which increases the resolution of a 

reference frame of video based on pixels in the reference frame and based on pixels in at least 

one other target frame of the video, wherein the processor increases the resolution of the 

reference frame by selecting blocks of pixels in the reference frame and for each selected block, 

locating in N target frames one or more blocks of pixels that substantially correspond to the first 
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block of pixels, where the N target frames are separate from the reference frame, as in the claims. 
Yamaguchi discloses a video codec which includes a resolution conversion (Yamaguchi: figure 
6, elements 210 and 230) that includes a processor (Yamaguchi: column 31, lines 30-61; figure 
4 IB, element 1 103) which increases the resolution of a reference frame of video based on pixels 
in the reference frame and based on pixels in at least one other target frame of the video 
(Yamaguchi: column 12, lines 45-55), wherein the processor increases the resolution of the 
reference frame by selecting blocks of pixels in the reference frame and for each selected block 
(Yamaguchi: column 14, lines 50-68), locating in N target frames one or more blocks of pixels 
that substantially correspond to the first block of pixels, where the N target frames are separate 
from the reference frame (Yamaguchi: column 24, lines 40-67), in order to allow for 
foregrounc^ackground object based resolution conversion (Yamaguchi: column 1, lines 50-67; 
column 2, lines 1-13). Accordingly, given this teaching, it would have been obvious for one of 
ordinary skill in the art at the time of the invention to incorporate the Yamaguchi processor 
implementing resolution conversion as specified, into the Yonemitsu apparatus in order to allow 
for the implementation of foreground/background object based resolution conversion into the 
composite apparatus. The Yonemitsu apparatus, as modified to include the Yamaguchi processor 
executing resolution conversion, has all of the features of claim 42. 

Regarding claim 43, the Yonemitsu apparatus, as modified to include the Yamaguchi 
processor executing resolution conversion, discloses wherein in a case that the processor does 
not locate any blocks of pixels in the target frames that substantially correspond to the selected 
block of pixels, the processor determines the values of the additional pixels based on values of 
pixels in the selected block without regard to values of pixels in the N target frames (Yonemitsu: 
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column 2, lines 55-62; column 6, lines 34-44: 1 frame processing as determined from the 
macroblock type signal specifies "intraframe" only processing. Intraframe only processing would 
rely upon the pixel values within the same frame, and not look to any reference, or target, 
frames), as in the claim. 

15. Claim 44 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yonemitsu et al., 
(US Patent: 5,475,435 hereinafter referred to as "Yonemitsu") in view of Yamaguchi et al., (US 
Patent: 5,883,678) as applied to claims 42 and 43 above, and further in view of Song et al of 
record (US Patent: 6, 1 1 5,070 hereinafter referred to as "Song"). 

The Yonemitsu apparatus, as modified to include the Yamaguchi processor executing 
resolution conversion, discloses substantially the same television system as above, but does not 
particularly disclose wherein the decoder and the processor are implemented in a set-top box as 
claimed in claim 44. Such decoder and processing within a set-top box is however old and well 
recognized in the art, as exemplified by the tertiary reference (Song: figure 24; column 24, lines 
64-67; column 25, lines 1-18). Therefore, it would have been obvious to one of ordinary skill in 
the art, having the Yonemitsu, Yamaguchi, and Song references in front of him/her and the 
general knowledge of set-top box functionality, to provide the set-top box with decoder and 
processing capabilities as taught by Song for the composite Yonemitsu- Yamaguchi composite 
video image system for the same well known MPEG compliant decoding purposes as claimed. 
The Yonemitsu apparatus, as modified to include the Yamaguchi processor executing resolution 
conversion and the Song set-top functionality, has all of the features of claim 44. 
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Conclusion 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andy S. Rao whose telephone number is (571)-272-7337. The 
examiner can normally be reached on Monday-Friday 8 hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mehrdad Dastouri can be reached on (571)-272-7418. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Andy S. Rao 
Primary Examiner 
Art Unit 2621 

asr 

/Andy S. Rao/ 

Primary Examiner, Art Unit 2621 
February 10, 2009 

/Mehrdad Dastouri/ 

Supervisory Patent Examiner, Art Unit 262 1 

WANDA L. WALKER 
DIRECTOR 
TECHNOLOGY CENTER 2600 



